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1. DETAILED ACTION 



2. The request filed on August 1 5, 2002 for a Continued Prosecution Application (CPA) 
under 37 CFR 1.53(d) based on parent Application No. 09-481,654 is acceptable and a CPA has 
been established. An action on the CPA follows. 

3. The original patent, or a statement as to loss or inaccessibility of the original patent, must 
be received before this reissue application can be allowed. See 37 CFR 1 . 1 78. 

4. The examiner notes for the record that the processes of claims 75-77 are newly 
examined and were not present at the time of the Final rejection of April 26, 2002. They 
have been presented since that date. 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specfication shall contain a wntten descnption of the invention, and of the manner and process of making 
and using ,t, ,n such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 75- 77 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a disclosure 
which is not enabling. To form compositions usable at relative humidity from 40 to 80%, i.e. 
50% as in instant claims, applicants state on page 8, lines 56-66, that the equivalent weight ratio 
of epoxy to polyol be above 3.5 and the water content of the composition be above 0.75%, so 
these two features and the third feature that a polyol be present are critical or essential to the 
practice of the invention, but not included in the claim(s) is not enabled by the disclosure. See In 
re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). There is enabling disclosure for any 
other composition that would work satisfactorily at 50% relative humidity in the application. 
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7. Claims 75-77 are rejected under 35 U.S.C. 25 1 as being based upon new matter added to 
the patent for which reissue is sought. The added material which is not supported by the prior 
patent is as follows: 

The processes of instant claims 75-77 add new matter to the patent by adding to the 
disclosure a generic process of only processing compositions at relative humidity of 50% without 
the added essential parts of the composition disclosed as necessary for such a process. To form 
compositions usable at relative humidity from 40 to 80%, i.e. 50% as in instant claims, 
applicants state on page 8, lines 56-66, that the equivalent weight ratio of epoxy to polyol be 
above 3.5 and the water content of the composition be above 0.75%, so these two features and 
the third feature that a polyol be present are critical or essential to the practice of the invention, 
but not included in the claim(s) is not enabled by the disclosure. The non enabled process is also 
a more generic process than any actually disclosed by applicants. On page 8, there is description 
of an equilibration step necessary for processing at high humidity. This also is not part of the 
generic process of claims 75-77. 

8. Applicant is reminded of the continuing obligation under 37 CFR 1 . 1 78(b), to timely 
apprise the Office of any prior or concurrent proceeding in which Patent No. 5707780 is or was 
involved. These proceedings would include interferences, reissues, reexaminations, and 
litigation. 

Apphcant is further reminded of the continuing obligation under 37 CFR 1.56, to timely 
apprise the Office of any information which is material to patentability of the claims under 
consideration in this reissue application. 
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These obligations rest with each individual associated with the filing and prosecution of 
this application for reissue. See also MPEP §§ 1404, 1442.01 and 1442.04. 

9. Claims 1-70 would be allowable with the submission of a supplemental Declaration. 

1 0. Applicants are given notice that allowance of this application will required a 
Supplemental Declaration for Reissue and correction of the missing zip code for Jonathoan V. 
Casper as well as meeting the requirements of 37 CFR 1.1 75 at time of allowance. 

11. Claims 1-77 are rejected as being based upona defective reissue Declaration under 35 
use 252. The oath does not now set forth the error and correction as currently made. See 37 
CFR 1.175 (b) (1). All claims stand or fall together under the issue of a defective reissue 
Declaration. 

12. Applicants have set forth that claim 72 is previous claim 73, claim 73 is previous claim 
75 and claim 74 is previous claim 77. Claim 71 has been amended. 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereofby the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
jn the Unued States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

14. Claims 71-74 are rejected under 35 U.S.C. 102(b) as being anticipated by Ohkawa et al as 
evidenced by data sheets submitted by applicants. See Examples 5-6 and 10 in Ohkawa et al 
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wherein the mixture of epoxides inherently possesses the properties of cure and viscosity set 
forth in the instant claims. With respect to water as a percentage specific component, the 
examiner holds that very small percentages of water would be present in the compositions of 
Ohkawa et al. This is further evidenced by data sheets of published information with respect to 
the percentage of water present at equilibration of SL resins, i.e. similar epoxy resins used in 
Stereolithography submitted by applicants in parent Application 08/476,452 as evidence to the 
issue of water presence problem in stereoHthography resins. The data sheets show at 32% 
humidity there is up to 1 . 1 % water present. Thus, using the compositions of Ohkawa et al at 
ambient conditions such as a humid summer day would yield the instant compositions as 
evidenced by the Data sheets. 

15. Claims 71-74 are rejected under 35 U.S.C. 102(e) as being anticipated by Steimnann et 
al (5,476,748) or under 35 USC 102(b) as being anticipated by Steinmann et al (CA 2,1 1 1,718) 
as evidenced by data sheets submitted by applicants. See particularly Examples 12-14 in either 
Steinmann et al which are derived from the same Swiss application. With respect to instant 
claims 71-74, Steinmann et al discloses all the instant composition and the use of the 
composition in stereolithographic methods of moldings as set forth in the first few paragraphs of 
either reference. With respect to water as a percentage specific component, the examiner holds 
that very small percentages of water would be present in the compositions of Steinmami et al. 
This is further evidenced by data sheets of published information as set forth as percentage of 
water present as equiHbration of SL resins, i.e. similar epoxy resins used in Stereolithography 
submitted by applicants in parent application 08/476,452 as evidence to the issue of water 
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presence problem in stereolithographic resins. See also col. 4, lines 7-8, col. 9, lines 5-8 in 
Steinmann et al (5,476,748). 

16. Claims 71-72, 74 are rejected under 35 U.S.C. 102(b) as being anticipated by Land 
(4,694,029) as evidenced by RN 25085-98-7 and data sheets submitted by applicants. See 
Example 3, Compositions 5-6. The compositions used by Land inherently possess the properties 
required in instant claims 71-72 and 74. UVR-61 10 is identified by RN 25085-98-7 as the same 
compound as Cyracure Resin UVR-6105 used by applicants. Epon 828 is inherently the higher 
viscosity, slower polymerizing epoxy when matched with UVR-61 10. With respect to water as a 
percentage specific component, the examiner holds that very small percentages of water would 
be present in the compositions of Land due to absorption of water from a humid atmosphere and 
that this is in the range of water designated present by the instant composition. This is further 
evidenced by data sheets of published information respect to the percentage of water present at 
equilibration of SL resins, i.e. similar epoxy resins used in Stereolithography submitted by 
applications in parent application 08/476,452 as evidence to the issue of water presence problem 
in stereolithography resins. Thus, the compositions of Land also anticipate the instant invention. 
17. Claims 71-72 and 74 are rejected under 35 U.S.C. 102(b) as being anticipated by Tsao et 
al in view of data sheets. See Examples in Tsao et al. The compositions used by Tsao et al 
inherently possess the properties required in instant claims 71-72 and 74. In Tsao et al, see 
especially Example 2, formulation 6, wherein the epoxy mixture is 3,4- 
epoxycyclohexolylmethyl-3,4-epoxycyclohexane carboxylate, i.e. a cycloaliphatic epoxy, and 
diglycidyl ether of bisphenol A. One epoxy is inherently more viscose and of slower 
polymerizing rate. The blend of radically polymerizable components used by Tsao et al in 
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Example 2, formulation 6 is comprised of diethylene glycol diacrylate, trimethylolpropane 
triacrylate and 2 ethyl hexyl acrylate. The photo generating acid precursor in Tsao et al is 
triphenyl sulfonium hexafluorophosphate and the free radical initiator is phenyl acetophenone. 
With respect to water as a component, the examiner holds that very small percentages of water 
would be present in the composition of Tsao et al due to absorption of water from a humid 
atmosphere and that this is inherently within the instant range claimed when used at ordinary 
working conditions. This is further evidenced gy data sheets of published information respect to 
the percentage of water present at equilibration of SL resins, i.e. similar epoxy resins used in 
Stereolithography submitted by applicants in parent application 08/476,452 as evidence to the 
issue of water presence problem in stereolithography resins. Thus, the compositions of Tsao et 
al inherently anticipate the instant invention. 

1 8. Applicant's arguments filed July 15, 2002 have been fully considered but they are not 
persuasive. Applicants address only humidity of 15% with respect to the issue of water presence 
inherent in the prior art compositions. The Sheets show tests at 32%, 53% and 64% with water 
concentrations of up to 2.9% and from 0.9% . Thus, the ranges of water present are still held to 
fall within the ranges in the instant claims. Applicants have not addressed these other humidity 
points. Thus, applicants have not shown the compositions in Tsao et al. Land, Steinmann et al 
and Ohkawa et al do not under ordinary operating conditions have the water percentages 
claimed. The data sheets suggest less than 50% humidity. 32% is less than 50%. The rejections 
stand. 

Any inquiry concerning this communication or earlier communications from the 

77lTwR ,T,^ rf"""'"^ ^'"'■'"'^ ^-^"^^^'^ ^^^'^ ^^^^Phone number is 

{/UJ) 5U8-3626. The examiner can normally be reached on Monday-Friday, 9:30 am to 5:00 



Application/Control Number: 09/481,654 
Art Unit: 1752 



Pages 



If attempts to reach the examiner by telephone are unsuccessful, the examiner 's 
supervisor, Janet Baxter can be reached on (703) 308-2303. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9310 for regular 
communications and (703) 872-931 1 for After Final communications. 

Any inquiry of papers not received regarding this communication or earlier 
communications, or of a general nature or relating to the status of this application or proceeding 
should be directed should be directed to the Customer Service Center of Technology Center 1 700 
whose telephone number is (703) 306-5665. 



Cynthia Hamilton 
December 12, 2002 




